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Legal background (I):
Patentability of substa
medical treatmr

e Methods of medi

excluded from
52(4) EPC
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Legal background (I)

e However, there is a specific deroc
this requirement of absolute r
52(4) EPC 1973, 53 (c) EP

“...; this provision shall
particular substances
in any of these r

-Substances
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Legal background (II): Nove

Products or processes already knc
art are not patentable (Art. S
1973, 2000)

¢Is it possible to protec
already known for
because it has L
a nhew

treatment
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Legal background (III):

Discoveries vs Inventior

eDiscovery: Gaining knowlec
ascertaining the existence
previously unknown or
technical effect).

e[nvention: Maki
which did not
invented
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Legal background (III):

Discoveries vs Inventior

Discoveries as such have no teck
therefore they are not consi
within the meaning of Art. !
the invention consis
practical use of son
constitutes an |




Problems to be solved

e Initially, the EPO was relu
patents for second (or
uses based on a lite
relevant Articles

e Researc
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Problems to be solved

o Without the benefit of patent pr
research into further uses o
less incentive.

e An Iinventor
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Sildenafil (Viagra®) case

e Sometimes the second use of a medi
more important that the first mec

e Sildenafil was initially s
hypertension and angir
clinical trials sugge
effect on angir

marked per
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Question to be answer by the E

Can a patent be gre
use of a sustanc
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Answer of EBA (G 05/83*

*"Use claims” were acceptable (including ¢
further medical uses)

eBut must not be directed at
methods in Art. 52(4) EPC 1€

oClaims directed to
composition for
human body
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Answer of EBA (G 05/83

The EBA accepted the pre
Swiss Federal Intellectue
had sanctioned clairr
of a substance
manufacture
specifi
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Swiss-type clai

pstance or composition)
(medicament/composition)

(new therapeutic application)




Novelty of a Swiss-type

The novelty of suc

the subste

——
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Requirements of the swiss-

a) The manufacture ¢

b) New therape
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Scope of the swiss-type ¢

¢ Tt is a product claim limited tc

therapeutical applicatio

e Also protect a m

merely to tF

(Em——
DC © DURAN-CORRETJER, S.L.P. 2010/ http://www.duran.es



Swiss claims vs Methods of

e The element of the Swiss
novelty and inventive ste
treatment.
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Reform of the EPC

*A new provision was added in the r
54(5) EPC 2000:

“Paragraphs 2 and
patentability of
referred to ir
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Decision G 02/08 (19 Feb, 20

e Q1: Art 54(5) EPC does not exclude
known medicament in a differer
therapy of the same illness.

e Q2: Even if the dosage
claimed which is no
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New claim for

Wil (Substance or composition)

(hew therapeutical application)




Conclusions

e The EPO has interpreted the [
light of the needs of the
industry.

o Patentees are
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Conclusions

e The new Art. 54(5) EPC
that there is now a stat

second (and further
under the EPC.

o Jt W|II
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Practical applicatio

e Change of the scope of p

e Change direct infri
contributory inf
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